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REMARKS-- 

RecoTisideraiion of all grounds of rejection in the Office Action, and allowance of all 
ihc pending claims are respectfully requested. 

The Examiner has not yet otTicially withdrawn the previous objection to the 
drawings, and Applicants request the Examiner acknowledge that the objection to the 
drawings be withdrawn, 

A, Claims 1-9 were rejected under 35 U.S.C.§103(a) 4S being unpatentable over 
Lin (U.S. Patent 6^46^33) In view of Koike (U^. Patent 5,448,261). 

The § 103(a) rejection of claims 1-9 is traversed. Claims 1-9 were rejected under 35 
U.S.C.§ 103(a) as being unpatentable over Lin in view of JCoike. For this obviousness 
rejection to stand, each and every element of the claimed invenuon must be taught or 
suggested by the references. Because Lin in view of Koike does not teach or suggest a 
"control unit [that] detects the position of the hand-held device". Lin in view of Koike cannot 
render the instant application unpatentable. 

At most, Lin teaches a control unit that recognizes the position of light emitted by the 
hand-held device on a projection screen. The Lin system operates using three pieces - a 
hand-held laser pointer, a projection screen, and die control system. See, Lin, column 3, 
lines 25-65. An opeiaior uses the laser pointer to direct a laser beam onto the projection 
screen. The control system is pointed at the projection screen, and not the laser pointer. The 
control system then recognizes the laser light reflected by the projection screen and 
determines an appropriate action to take based on the reflected light. 

Similarly. Koike does not teach or suggest a "conn-ol unit [that] detects the position of 
the hand-held device." Koike teaches that a control unit detects the position of the curator on 
the display screen. Sec, e.g., Koike column 22, lines 21-25. 
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Thus, Lin in view of Koike does noi icach the claimed invention, and indeed directly 
teaches a\vay from claim 1. Claim I requires that the control unit detect the position of the 
hand-held device, rather than the position of a iishi beam emitted by the device. *in this 
manner, the projection of laser beam 15 onto presentation image 13 serves to control the 
display presentation..- " Lin, column 6, hnes 35-37. "The operating portion 104 finds 
coordinates (x, y) of the position of the cursor 00 on the display screen B Koike, column 
22, Imes 21-22. 

Furthermore, the mere fact that the reference could be modified to arrive at the claimed 
invention (which Applicants do not concede and actively dispute) is insufficient to prove a 
prima facie case. See MPEP 2143 OL In Re Mills, 9l6 F.2d 680, 16 U.S.P.Q.2d 1430 (Fed. Cir. 
1990) and InReFritcb , 972 F.2d 1 260, 23 U.S.P.Q.2d 1780 (Fed. Cir. 1992). While Applicants 
do not agree that the modification of the reference would result in the claimed invention, there 
must be some motivation or suggestion in the references to modity in order to Support a prima 
facie case of obviousness. In the absence of any such motivation or suggestion, the rejection 
must fail 

Additionally, as described m the Graham case, the references must be viewed without 
the benefit of impennissible hindsight vision afforded by the claimed invention. See Grah^ v. 
John Deere Co.. 383 U.S. ! (1965). In this case, the Examiner ^pears to have engaged in 
impermissible hindsight, as there is a void of evidence around the Examiner's allegation of 
obviousness. 

Indeed, in direct contravention of the strictures of 103(a). modifying the instant 
application in the fashion suggested by the Examiner would require significant redesign. Thus, 
the suggested modification of the reference destroys the intent, purpose or function of the 
invention dUclosed in the mfcrence. See, tnRg Gordon . 733 F.2d 900. 902 (Fed. Cir. 1984). 
Modifying the msiant invention so that the control unit receives reflected hghi. rather than lighi 
directly from the hand-held unit destroys the intent, puipose. and function of the invention. 
And, even if the intent were not destroyed, modifying the invention as suggested by the 
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Examiner would require significant modification to the Aj^licants* invention and would require 
significant redesign - a requirement in direct contrast to the mandates of Section 103(a). See^ in 
Re Ram . 

Since the references do not show Or teach or suggest a "control umt [daatj detects the 
position of the hand-held device " Applicants request the Examiner withdraw the rejection. If 
Examiner wishes to maintain the rejection. Applicants traverse the statement "... it would have 
been obvious ..." and request the Examiner to make a showing in the prior an or in the form of 
an examiner declaration/affidavit supporrmg the conclusion that it is well known to provide a 
control unit that detects the position of a hand-held device. See» MFEP 706.02(a): "If the 
Applicant nuverses such an assertion, the Examiner should cite a reference in support of his/her 
position," Absent such a showing. Apphcants respectfully request allowance of the claims. 

Withdrawal of the rejection lo claim 1 is requested. Withdrawal of the rejections to 
claims 2-9. depending directly or indirectly from claim I is also requested 

B. Claim 23 was rejected under 35 U.S.C. §103(a) as being anticipate^ by Rice (U.S. 
Parent 5,973.672) in view of Koike (U.S. Patent 5,448,261). 
Claim 23 was rejected as unpatentable under §l03(a) over Rice in view of Koike. 
This 103(a) rejection is n^versed. For this obviousness rejection to stand, each and every 
element of the claimed invention must be taught or suggested by the references, alone or in 
combination. Because Rice in view of iCoike does not teach or suggest a "control unit [that] 
detects the position of the hand-held device", Rice cannot render the instant application 
unpatentable. 

Rice teaches an interlace similar to Un, using a camera to image points of Ught 
displayed on projection screen. The camera then delivers a video output representing the 
visible spots and a computer to process the images. See, Rice, Abstract. 

Similarly, Koike does not teach or suggest a "control unit [that] detects the position of 
the hand-held device." Koike teaches that a control unit detects the position of the cursor on 
the display screen. See, e.g., Koike column 22, lines 21-25. 



PAGE 12/20 * RCVD AT mmm 2:20:46 PM [Eastern Daylight Tune] ' SVR:USPTO-EF)(RF-1IO ' DNiS:8729314 * CS[D:+18479(I57113 ' DURATION (fnm-ss):05-28 



01 :24PW FROiKLG FAX 



+18479057113 



T-3B9 P. 13/20 F-862 



June 30, 2004 
Case No.: US 000403 (7790/325) 
Serial No.: 09/746.045 
Filed: December 22. 2000 
Page 10 of 17 

Just like Lin» however, the operation and analysis of the light is premised on the light 
reflected by the projection screen, and not premised on the location of the hand-held 
transmitter itself. The position of the hand-held unit is not determined, and instead, the 
position of the light emitted by the hand-held unit is determined. 

Thus, Rice in view of Koike does not teach or suggest each and every limitation of 
claim 23 and teaches away from claim 23. Since the references do not show or teach or 
suggest a "control unit [that] detects the position of the hand-held device " Applicants request 
the Examiner withdraw the rejection. If Examiner wishes to maintain the rejection, 
Applicants traverse the statement "... it would have been obvious ..." and request the 
Examiner to make a showing in the prior an or in the form of an examiner 
declaration/affidavit suppomng the conclusion that it is well known to provide a control unit 
that detects the position of a hand-beld device. See, MPEP 706.02(a): "If the Applicant 
traverses such an asseruon. the Examiner should cite a reference in suppon of his/her 
position." Absent such a showing. Applicants respectftilly request allowance of the claims. 

Furthermore, the mere feci that The reference could be modified to arrive at the claimed 
invention (which Applicants do nor concede and actively dispute) is insufficient to prove a 
pnma facie case. 5ee MPEP 2143.01, InMMills, 916 F. 2d 680, l6U.SJ».Q.2d 1430 (Fed. Cir. 
1990) and InReFritch. 972 F.2d 1260, 23 U.S.P.Q.2d 1780 (Fed. Cir. 1992). While Apphcants 
do not agree that the modification of the reference would result in the claimed invention, there 
must be some motivation or suggestion in the references to modify in order to support a prima 
facie case of obviousness. In the absence of any such motivauon or suggestion, the rejection 
must fail. 

Additionally, as described in the Graham case. The references must be viewed without 
ihe benefit of impermissible hindsight vision afforded by the claimed invention. See Gra^iamv. 
JohnPeet^ Co_ , 383 U.S. 1 (1965). In this case, the Examiner appears to have engaged in 
impermissible hindsight, as there is a void of evidence around the Exammer's allegation of 
obviousness. 
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Indeed, in direci contravention of the smcmrcs of 103(a). modifying the instant 
application m the fashion suggested by the Examiner would require significant redesign. Thus, 
the suggested modification of the reference destroys the intent, purpose or fimction of the 
invention disclosed Ui the reference. S<^e, In Re Gordon . 733 F.2d 900, 902 (Fed- Cir. 1984). 
Modifying the instant invention so that ihe control unit receives njflected Ugbt. rather than light 
directly from the hand-held unit destroys the intent, purpose, and function of the invention. 
And, even if the intent were not destroyed, modifying the invention as suggested by the 
Examiner would require significant modification to the Applicants' invention and would require 
significant redesign - a requirement in direct conirast to the mandates of Section 103(a), See, In 
Re Rani . 

Withdrawal of the rejecrion to claim 23 is requested. 

C. Claim XO was rejected as unpatentable under 35 U.S.C. §lU3(a) over Un and 

Koike in view of Kim 

The § 103(a) rejection of claim lO over Lin and Koike in view of JCim is traversed. 
Claim 10 depends fi^m claim I and is therefore patentable over Lin in view of Kim 
for at least the same reasons. See MP£P 2143.03 and In Re Fine (where an independent 
claim is non-obvious, any claims depending therefrom are also nonobvious.) 
Kim is cited for its teaching using an LED as a light source. This teaching, if present, would 
not cure the rejection however. Kim docs not teach use of the LED with a "control unit [that] 
detects the position of the hand-held device." Thus, Lm and Koike in view of Kim does not 
teach or suggest each and every limitation of claim 10 and teaches away from claim 10. 

Since the references do not show or teach or suggest a "control unit [that] detects the 
position of the hand-held device/' Applicants request the Examiner withdraw the rejection. 
If Fxaminer wishes to maintain the rejection. Applicants traverse the siatetnent "it would 
have been obvious ..." and request the Examiner to make a showing in the prior art or in the 
form of an examiner declaration/afTidavu supporting the conclusion that it is well known to 



PA(£14/20*RCVDATm04 2:20:46PM [Eastern Dayflghtr[ine]*S^^^^^ 



JUN-3Q-04 01:Z4PM FROkKLG PAX 



+18479057113 



T-389 P. 15/20 F-862 



. June 30, 2004 
Case No.: US 000403 (7790/325) 
Serial No.: 09/746.045 
Filed: December 22, 2000 
Page 12on7 

provide a coniroj unit that detects the position of a hand-held device. See, MPEP 706.02(a): 
"If the Applicani traverses such an assertion, the Examiner should cite a reference in support 
of his/her posiiion/' Absent such a showing. Applicants respecti\jlly request allowance of the 
claims. 

Withdrawal of the rejection to claim lO is requested. 

D* CUims 11-16 were rejected as uapatentable under 103(8) over Lin, Ktm and 
Koike in viev^ of Fitts 

The 103(a) rejection of claims 1 1-16 as unpatentable over Lin. Kim and Koike in 
view of Fifts IS traversed. 

Claims U-16 are dependent claims, depending directly or indirectly from claim 1, 
and are therefore patentable over Lin, Kim and Koike in view of Fitts for at least the same 
reason. See MPEP 2143.03 and In Re Fme (where an indqjcndent claim is non-obvious, any 
claims depending therefrom are also nonobvious.) 

Fins is cited for the teaching of two digital cameras with digitizers and processing of 
digital images. However. Fitts does not teach a "control unit [that] detects the posiiion of the 
hand-held device" and therefore the references alone or in combination do not teach each and 
every element of the claims. 

Since the references do not show or teach or suggest a "control unit [that] detects the 
position of the hand-held device" Applicants request the Examiner withdraw the rejection. 
If Examiner wishes to maintain the rejection, Applicants traverse the statement "it would 
have been obvious ..." and request the Examiner to make a showing in the prior an or in the 
form of an examiner declaration/affidavit supporung the conclusion that it is well known to 
provide a control unit that detects the position of a hand-held device. See, MPEP 706.02(a): 
"If the Applicant traverses such an assenion. the Examiner should cite a reference in support 
of his/her position." Absent such a showing. Applicants respectfully request allowance of the 
claims. 
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Withdrawal of the rejections to claims U-1 6 is requested. 

E, Claims 17-21 were rejected as unpatentable under 35 U.S.C. §lQ3(a) over Lin 
and Koike in view of Arita 

The § 103(a) rejection of claims 17-21 as impatentable over Lin and Koike in view of 

Arita is traversed. 

Claims 17-21 are dependent claims, depending directly or indirectly from claim L 
and are therefore patentable over Lin and Koike in view of Arita for at least the same reason. 
See MPEP 2143.03 and In Re Fine (where an independent claim is non-obvious, any claims 
depending therefrom are also nonobviousj 

Arita is cited for the teaching of two light sources in one hand-held unit However. 
Arita does not leach a "control unit [that] detects the position of the hand-held device'' and 
therefore the references alone or in combination do not leach each and every clement of the 
claims. 

Smce the references do not show or teach or suggest a "control unit [that] detects the 
position of the hand-held device," Applicants request the Examiner withdraw the rejection. 
If Examiner wishes to maintain the rejection. Applicants traverse the statement "it would 
have been obvious ..." and request the Examiner to make a showing in the prior art or m the 
form of an exammer declaration/affidavit supponing the conclusion that it is well known to 
provide a conn-ol unit that detects the position of a hand-held device. See. MPEP 706.02(a): 
"If the Applicant traverses such an assenion. the Examiner should cite a reference in support 
of his/her position." Absent such a showing, Applicants respectfully request allowance of the 
claims. 
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Withdrawal of the rejections lo claims 1 1-16 is requested. 

F. Claim 22 was rejected as unpatentable under 35 U.S.C §l03(a) over Lin, 
Arita and Koike in view of Fitts 

The § 103(a) rejection of claim 22 as unpatentable over Lin. Arita and Koike in view 
of Pitts is traversed. 

Claim 32 is a dependent claim, depending directly from claim I, and is therefore 
patentable over Lin, Arita, and ICoike in view of Fins for at least the same reason. Sec EVIPEP 
2143.03 and Iij Re Fine (where an independent claim is non-obvious, any claims depending 
therefrom are also nonobvious.) 

Fitis is cited for the teaching of using visible light for the light source. However, fitts 
does not teach a **conrrol unit [that] detects the position of the hand-held device" and 
therefore the references alone or in combination do not teach each and every element of the 
claims. 

Since the references do not show or teach or suggest a ''control unit [that] detects the 
position of the hand-held device," Applicants request the Examiner withdraw the rejection. 
If Examiner wishes to maintain the rejection, Applicants traverse the statement "it would 
have been obvious ..." and request the Examiner to make a showmg in the prior art or in the 
form of an examiner declaration/affidavit supporting the conclusion that it is well known to 
provide a control unit that detects the position of a hand-held device. Sec. MP£P 706.02(a): 
"If the Applicant traverses such an assertion, the Examiner should cue a reference in suppon 
of his/her position." Absent such a showing, Applicants respectfully request allowance of the 
claims. 

Withdrawal of the rejection to claim 22 is requested. 
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G, Claims 24-26 were rejected were rejected as unpatentable under 35 U.S.C. 
§103(a) over Rice and Koike in view of Kim 

The §103(a) rejection of claims 24-26 as unpatentable over Rice and Koike in view of 
Kim is traversed. 

Claims 24-26 are dependent claims, depending directly or indirectly &pm claim 23, 
and are iherefore paientable over Rice and Koike in view of Kim for ai least the same reason. 
See MPEP 2143.03 and In Re Fine Cwliere an independent claim is non-obvious, any claims 
depending therefrom are also nonobvious.) 

Neither Rice nor Km teaches, suggests or discloses a "control unit [that] detects the 
position of the hand-held device" and therefore the references alone or in combination do not 
teach each and every element of the claims. 

Since the references do not show or teach or Suggest a "control unit [that] detects the 
position of the hand-held device,'* Applicants request the Examiner withdraw the rejection. 
If Examiner wishes to maintain the rejection. Applicants traverse the statement "it would 
have been obvious ..." and request the Examiner to make a showing in the prior art or in the 
form of an examiner declaration/affidavit supporting the conclusion that it is well known to 
provide a control unit that detects the position of a hand-held device. See, MPEP 706-02(a): 
"If the Applicant traverses such an assenion, the Examiner should cite a reference in support 
of his^ier position." Absent such a showing. Applicants respectfully request allowance of the 
claims. 

Withdrawal of the rejections to claims 24-26 is requested, 

H, Claim 27 was rejected as unpatentable under 35 U.S.C, §a03(a) over Rice, 
Kim, and Koike in view of Fitts 

The § 103(a) rejection of claim 27 as unpatentable over Rice. Kim and Koike in view 

ofFins is traversed. 
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Claim 27 is a dependent claim, depending indirectly from claim 23, and is therefore 
patentable over Rice, Kim and Koike in view of Fins for at leaiii the same reason. See MPEP 
2143.03 and In Re Fine (where an independent claim is non-obvious, any claims depending 
therefrom are also nonobvious.) 

Neither Rice nor Kim nor Fitts teaches, suggests or discloses a "control unit [that] 
detects the position of the hand-held device" and therefore the references alone or in 
combmatidn do not teach each and every element of the claims. 

Since the references do not show or teach or suggest a '^control unit [that] detects the 
position of the hand-held device," Applicants request the Examiner withdraw the rejection. 
If Examiner wishes to maintain the rejection. Applicants traverse the statement "it would 
have been obvious and request the Examiner to make a showing in the prior an or in the 
form of an examiner declaration/affidavit supporting the conclusion that it is well known to 
provide a control unit that detects the position of a hand-held device. See, MPEP 706.02(a): 
"If the Applicant traverses such an assenion, the Examiner should cite a reference in support 
of his/her position." Absent such a showing. Applicants respectfully request allowance of the 
claims. 

Withdrawal of the rejection to claim 27 is requested. 
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CQNCtUSIQN 

The Applicanis respectfully submit that claims 1-27 fully sarisjy the requiremems of 
35 U.S .C, §§102, 103 and 1 12. In view of the foregoing, favorable cousideiacion and early 
passage to issue of the present application is respectfully requested. 

Dated- June 30, 2004 Respectfully submined, 

ANTONIO J. COLMENARE2, et al 
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